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CERTIFICATE OF TRANSWSSION/MAILING 


I hereby certify that this correspondence is being facsimile transmitted to the USPTO or deposited with the United States Postal Service with I 
sufficient postage as first class mail in an envelope addressed to: Commissioner far Patents, P.O. Box 1450, Alexandria, VA 22313-1450 on the 
date shown below. 


Signature 




Typed or printed name 


MarK R. Buscher 


DatB 


October 30, 2006 



This collection of information is required by 37 CFR 1.5. The information Is required to obtain or retain a benefit by the public which is to file (and by the 
USPTO to process) an application. Confidentiality Is governed by 33 US\C. lzzan0 37CFRl.il andi.14. This collection is estimated to take 2 hours 
to complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time wfll vary depending upon the individual 
case. Any comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief 
Information Officer, US. Patent and Trademark Office, US, Department of Commerce. P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND 
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



In you need assistance h completing Cte form, caff l-dQO-PTO-9199 And select option 2 
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PATENT 

Atty Docket No.: SYNrOOlSA 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicants: Hans Jan Hoorn Confirm. No.: 1153 

Serial No.: 10/759,436 Art Unit: 1625 

Filed: January 20, 2004 Examiner: Celia Chang 

For: N-FORMYL DERIVATIVES OF PAROXETINE 



RESPONSE TO ELECTION/RESTRICTION REQUIREMENT 

Commissioner of Patents and Trademarks 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

In the Office Letter dated September 29, 2006, the Examiner required restriction 

of the application to one of the following groups of claims: 

Group I - Claims 23-26, drawn to assaying method; and 

Group II - Claims 27-44, drawn to system and sales of pharmaceutical 

manufacturer. 

This requirement is respectfully traversed. The Examiner's sole basis for 
restriction is the alleged divergent classification of the claimed subject matter. But the 
Examiner's proposed classification is improper. Specifically, the Examiner purports that 
Group 1I ? claims 27-44 would be classified in class 702, subclass 23. Class 702 relates to 
"data processing." The class definition contains the following description: "There must 
be significant claim recitation of the data processing system, process or calculating 
computer and nominal recitation of the specific environment." Each of the present 
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Serial No.: 10/759,436 

claims, however, recites a specific chemical compound, namely N-formyl paroxetine, 
without any recitation of a data processing system or computer. Thus, the claims of 
Group II are not properly classified in class 702. 

Additionally, because the claims recite a specific chemical compound, they are 
properly classified in the chemical arts; i.e., class 435. Applicants believe that the 
hierarchical nature of the classification schedule would require the claimed invention to 
fell into the chemical classification; even if the subject matter could be properly classified 
in class 702. 

In either event, the Examiner's classification of the claims of Group II in class 
702 is incorrect. Thus, the Examiner has no proper basis for asserting that examination 
of both groups of claims would be divergent and "a tremendous burden. 5 * 

Moreover, the Examiner failed to address the nature of the relation between the 
two groups of claims as per MPEP Chapter 800. Inasmuch as all of the pending process 
claims contain the step of assaying for the presence and/or amount of N-formyl 
paroxetine, there is no proper basis to hold that the claims are directed to independent and 
distinct inventions. Thus, under 35 U.S.C. §121 and the standard USPTO analytical 
framework, the Examiner's restriction requirement is improper and must be withdrawn. 

Not withstanding the above traversal and in order to be fully responsive to the 
Examiner's requirement, Applicants hereby elect, with traverse, Group n, claims 27^t4. 
Reconsideration of the restriction and examination of all claims are respectfully 
requested. 
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Should the Examiner have any questions regarding this application, she is 
respectfully requested to contact Mark R. Buscher (Registration No. 35,006) at 703 753 



Synthon IP Inc. 

7130 Heritage Village Plaza 

Suite 202 

Gainesville, VA 20155 
703 753 5256 
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Respectfully submitted, 



Date: October 30 ? 2006 (Monday) 




Mark R. Buscher 
Reg. No. 35,006 



